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REMARKS 

Claims 45-46, 50-53, and 56-76 were pending. The Examiner withdrew claims 50 and 
68-70 from consideration as drawn to a non-elected group. Applicants have herein cancelled 
claims 50 and 68-70 without prejudice to further prosecution in continuing applications. 

New claims 77-84 have been added. Support for claim 77 is found at, e.g., page 7, lines 
30-31;page 8, lines 17-18; page 8, line 29 to page 9, line 2; page 11, lines 13-22; and page 11, 
line 29 to page 12, line 7. Support for claim 78 is found at, e.g., page 18, lines 11-12. Support 
for claim 79 is found at page 18, line 14. Support for claim 80 is found at page 18, lines 13-14 
and 26-29. Support for claim 82 is found at page 12, lines 14-17. Support for claim 83 is found 
at page 18, lines 26-29. Support for claim 84 is found at page 18, lines 1 1-12. Claims 77-84 are 
the same as, or substantially the same as, certain claims in U.S. Patent Application No. 
10/074,225. In the event a court of competent jurisdiction determines that 35 U.S.C. § 135(b)(2) 
must be satisfied by pending claims in an original application, claims 77-84 meet this 
requirement by having been entered herein. In addition, claim 57 has been amended to correct a 
typographical error, and claims 72-74 have been amended to alter their dependencies. No new 
matter has been added. 

Claims 45, 46, 51-53, 56-67, and 71-84 are thus pending. 

Applicants gratefully acknowledge withdrawal of the rejection under 35 U.S.C. § 1 12 and 
the rejection under 35 U.S.C. § 102(b) in view of Borza et al In view of the amendments and 
the remarks herein, Applicants respectfully request reconsideration and allowance of the pending 
claims. 

Rejections under 35 U.S.C. $ 102(b) 

The Examiner rejected claims 45, 46, 51-53, 56-57, 59, and 62 under 35 U.S.C. § 102(b) 
as being anticipated by Saez et al, Biochemistry, Vol. 34(8):2496-503 (1995) ("Saez"), as 
evidenced by Borza et al, Biochemistry, Vol. 35:1925-34 (1996) ("Borza"). In particular, the 
Examiner stated that Saez teaches 125 I labeled human and rabbit HPRPs, and that Kersemans et 
al, J. Nucl. Med. 46(3):532-9 (2005) ("Kersemans") teaches that 125 I is a magnetic resonance 
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moiety. The Examiner also stated that Zamorano et al, Stereotact. Funct. Neurosurg. 81(1- 
4): 10-7 (2003) ("Zamorano"), teaches that 125 I is an antineoplastic agent. 

Applicants respectfully disagree. To anticipate a claim, a single prior art reference must 
"disclose every limitation of the claimed invention, either explicitly or inherently." In re 
Schreiber, 128 F.3d 1473, 44 USPQ2d 1429 (Fed. Cir. 1997). 

Claim 45 is directed to a substantially pure histidine-rich glycoprotein polypeptide 
coupled to a detectable marker, where the detectable marker is a fluorescent marker, a 
chemiluminescent marker, an enzymatic marker, or a magnetic resonance moiety. Applicants 
respectfully assert that Saez does not teach a substantially pure histidine-rich glycoprotein 
polypeptide coupled to a fluorescent marker, a chemiluminescent marker, an enzymatic marker, a 
magnetic resonance moiety, or a toxin, either alone or as evidenced by Borza, Kersemans, or 
Zamorano. 

First, Applicants note that 125 I is not a magnetic resonance moiety. Contrary to the 
Examiner's assertions, Kersemans teaches that 125 I labeling is useful for SPECT (single photon 
emission computed tomography) imaging (see title and conclusion), which is consistent with the 
fact that 125 I emits radiation. Indeed, Kersemans teaches that dynamic planar imaging (DPI) 
using a 7-camera was used as the detection method; see page 533, right hand column. 
Kersemans indicates that regions of interest (ROIs) were drawn using an MRI maximum 
intensity projection, but not that MR imaging was actually used. Applicants respectfully assert 
that maximum intensity projections are methods to determine ROIs, not methods employing 
magnetic resonance imaging techniques. Moreover, Kersemans is not proper § 102(b) art. 
Kersemans was published in March, 2005, a date which is clearly not more than one year prior to 
the filing of the present application. Thus, given all of the above, the 125 I labeled HRGP of Saez 
cannot anticipate claim 45, as a magnetic resonance moiety is not disclosed in Saez. 

Second, Applicants note that meaning of "coupling" as used in the pending claims does 
not relate to "connection for consideration together." Claims are construed from the perspective 
of one of ordinary skill in the art. Markman v. Westview Instruments, Inc. , 52 F.3d 967, 986 
(Fed. Cir. 1995)(en banc), affd , 116 S.Ct. 1384 (1996). Here, one of ordinary skill in the art 
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would consider coupling to refer to covalent linkage. Indeed, the Examiner has cited the Nygren 
reference in an obviousness rejection (discussed below). The Nygren reference repeatedly refers 
to "coupling" of horseradish peroxidase to Fab polypeptides through various covalent cross- 
linking reagents, indicating that "coupling" in this art refers to covalent linkage. See, e.g., 
Nygren at page 408, left-hand column, last paragraph. The binding of HRGP to plasminogen 
discussed in Saez is noncovalent. Since Saez does not teach magnetic resonance moieties and 
does not teach coupling of any marker, the reference cannot anticipate claim 45. 

Claim 46 is directed to a substantially pure histidine-rich glycoprotein polypeptide 
coupled to a toxin. Claim 62 specifies that the toxin is an anti-neoplastic agent. The Examiner 
cited the Zamorano reference as evidence that 125 I is a toxin. However, Zamorano does not 
qualify as prior art because the reference was published in 2003, a date which is after the filing 
date of the present application. Accordingly, Zamorano cannot be used in a § 102(b) rejection 
regarding claims 46 and 62. 

Claims 51, 52, 53, 56, 57 and 59 were also rejected over Saez. For the reasons discussed 
above, these claims are not anticipated by this reference. 

Given all of the above, Applicants respectfully request withdrawal of the rejections under 
35 U.S.C. § 102(b). 

Rejections under 35 U.S.C. § 103 

The Examiner rejected claim 58 under 35 U.S.C. § 103(a) as being unpatentable over 
Saez in view of Nygren, J. Histochem. Cytochem., 30(5):407-412 (1982) ("Nygren"). In 
particular, the Examiner stated that Saez did not teach the enzymatic markers recited in claim 58, 
but that Nygren teaches that proteins could be coupled to such enzymatic markers, and thus that 
it would have been obvious to couple the enzymatic markers of Nygren to HRGP with a 
reasonable expectation of success. 

Applicants respectfully disagree. Proper analysis under § 103 requires consideration of 
two factors: (1) whether the prior art would have suggested to those of ordinary skill in the art 
that they should make the claimed composition, and (2) whether the prior art would also have 
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revealed that in so making, those of ordinary skill would have had a reasonable expectation of 
success. In re Vaeck , 947 F.2d 488, 20 U.S.P.Q.2d 1438 (Fed. Cir. 1991). 

As indicated above, Saez does not teach or suggest that a fluorescent marker, a 
chemiluminescent marker, an enzymatic marker, a magnetic resonance moiety, or a toxin be 
coupled to an HRGP. Nygren does not cure the deficiencies in Saez, because Nygren provides 
no specific suggestion or motivation for one of ordinary skill to modify the compositions of 
Saez. Nygren reports the results obtained using different cross-linking agents to couple 
horseradish peroxidase (HRP) to Fab immunoglobulin fragments. Nygren concludes that there is 
no advantage in using heterobifunctional cross-linkers compared to glutaraldehyde when 
carrying out such coupling. See, e.g., Nygren abstract. At no point does Nygren suggest that one 
of ordinary skill should replace the 125 I moiety in Saez's HRGP compositions with an enzymatic 
marker. 

The lack of any specific teaching or suggestion in Nygren or Saez indicates that a 
hindsight analysis has been carried out in rejecting claim 58. The Court of Appeals for the 
Federal Circuit has cautioned against using Applicants' own disclosure of the invention to reject 
a claim. "Obviousness may not be established using hindsight or in view of the teachings or 
suggestions of the inventor." Para-Ordnance Manufacturing, Inc. v. SGS Importers 
International Inc. , 73 F.3d 1085, 37 USPQ2d 1237 (Fed. Cir. 1995), cert denied, 519 U.S. 822 
(1996). The Federal Circuit has also warned against falling victim to "the insidious effect of a 
hindsight syndrome wherein that which only the inventor taught is used against its teacher." 
W.L. Gore & Assocs., Inc. v. Garlock, Inc. , 721 F.2d 1540, 220 USPQ 303 (Fed. Cir. 1983) cert 
denied, 469 U.S. 851 (1984). Here, improper hindsight has been used to reject the pending 
claims in view of Nygren and Saez. 

In view of the above, Applicants respectfully request withdrawal of the rejection of claim 
58under35U.S.C. § 103(a). 

Double Patenting Rejection 



Applicant : Anna-Karin Olsson, et al. Attorney's Docket No.: 15665-003001 /PD53544 

Serial No. : 10/067,093 

Filed : February 4, 2002 

Page : 11 of 12 



The Examiner provisionally rejected claims 46, 60-67, and 71-76 under the judicially- 
created doctrine of double patenting over claims 1 and 3-14 of co-pending Application No. 
10/951,059. Applicants respectfully request that the Examiner hold the rejection in abeyance, 
pending the allowance of claims in either the present application or in the copending application. 



Applicant : Anna-Karin Olsson, et al. 

Serial No. : 10/067,093 

Filed : February 4, 2002 

Page : 12 of 12 



Attorney's Docket No.: 15665-003001 / PD53544 



CONCLUSION 



Applicants respectfully assert that all claims are in condition for allowance, which action 
is hereby requested- The Examiner is invited to telephone the under-signed attorney, if such 
would expedite prosecution. 

Enclosed is a $510.00 check for the Petition for Extension of Time fee (3 months). 
Please apply any other charges or credits to deposit account 06-1050. 



Fish & Richardson P.C., P.A. 
60 South Sixth Street 
Suite 3300 

Minneapolis, MN 55402 
Telephone: (612) 335-5070 
Facsimile: (612) 288-9696 



Respectfully submitted, 




Teresa A. Lavoie, Ph.D. 
Reg. No. 42,782 



60337457.doc 



